Trademark Clearinghouse (TMCH) Final Recommendations 

TMCH Recommendation for New Policies or Procedures

	TMCH Final Recommendation #1

Agreed Policy Principles:
The Working Group recommends that the scope and applicability of the TMCH be clarified and limited in accordance with the following agreed policy principles:

1. Only word marks that meet one of the following requirements are eligible for the mandatory Sunrise and Trademark Claims RPMs:

a. Nationally or regionally registered word marks from all jurisdictions; or

b. Word marks validated by a court of law or other judicial proceeding; or

c. Word marks that are protected by a statute or treaty that is in effect at the time the mark is submitted to the TMCH and that are listed with a national or regional trademark office. This provision is important for the protection of certain marks of international governmental and non-governmental organizations (see Explanatory Note below).

2. “Word marks” include service marks, collective marks, certification marks and word marks protected by statute or treaty, as further limited by Policy Principle #3 below.

3. Geographical indications, protected designations of origin, and other signs protected by quality schemes for distinguishing or indicating the geographic source or quality of goods or services are not eligible for the mandatory Sunrise and Trademark Claims RPMs unless they are also trademarks as defined in 1(a) or 1(b) above.

4. The TMCH Validation Provider(s), registry operators and other third parties may provide ancillary services to intellectual property rights-holders. To the extent that the TMCH Validation Provider validates and accepts other forms of intellectual property (such as geographical indications) in order to provide such additional voluntary services, these other forms of intellectual property must be held in a separate ancillary database.

Implementation Guidance: 

The Working Group recommends that the Implementation Review Team (IRT) consider adopting the following language in amending the Module 5 Trademark Clearinghouse of the Applicant Guidebook to reflect the agreed policy principles noted above:

3.2.1 Nothing in this section shall exclude the TMCH Validation Provider and registry operators from offering additional voluntary services to mark holders.

3.2.2 In this section “word mark” includes service marks, collective marks, certification marks, and word marks protected by statute or treaty.

3.2.3 The standards for inclusion in the Clearinghouse in order to be eligible for the mandatory Trademark Claims and Sunrise RPMs are:

(1) Nationally or regionally registered word marks from all jurisdictions;

(2) Word marks that have been validated through a court of law or other judicial proceeding;

(3) Word marks protected by a statute or treaty in effect at the time the mark is submitted to the Clearinghouse for inclusion and listed at a national or regional trademark office.

(4) Subsection (3) does not apply to geographical indications, protected designations of origin, or other quality schemes unless they also satisfy subsections (1) or (2).

3.2.4 The standards for being validated and accepted for the sole purpose of inclusion in ancillary databases to permit the provision of additional voluntary services, but not for the purpose of accessing mandatory Trademark Claims or Sunrise RPMs are:

(1) Other marks that constitute intellectual property;

(2) Geographical indications, protected designations of origin, or other quality schemes for distinguishing or indicating the geographic source or quality of goods or services.

3.2.5 Applications for trademark registrations, marks within any opposition period or registered marks that were the subject of successful invalidation, cancellation or rectification proceedings are not eligible for inclusion in the Clearinghouse.

Explanatory Note in relation to word marks protected by statute or treaty:

Treaty organizations and non-governmental organizations protected by statute are not always able to register their word marks at a national trademark office. In some jurisdictions their marks are reflected as a “non-registration” (e.g. the 89 series in the United States Patent & Trademark Office) which ensures no one can subsequently register those marks as a trademark, or are otherwise listed with the relevant trademark office. Where such word marks are listed with a national or regional trademark office, they must be treated within the Clearinghouse in the same way as a registered word mark or a court validated word mark and must be eligible for Claims and Sunrise.

An illustrative example of a network of societies whose word marks are protected by international treaty and national statutes is the Red Cross, whose signs and emblems are protected by the Geneva Conventions, and which has signs listed, inter alia, in the 89 series at the United States Patent & Trademark Office.


Context:

This recommendation was developed following the Working Group’s review of public comments to TMCH Individual Proposals #4 and #5, which did not rise to the level of becoming preliminary recommendations, but received sufficient support from the Working Group to be published in the Phase 1 Initial Report for public comment.
 

Based on the public comments received, the Working Group agreed to develop a recommendation that consolidates those two TMCH Individual Proposals and clarifies the TMCH requirements in the Applicant Guidebook (AGB). During its deliberation, the Working Group coalesced around the following ideas: (1) mandatory RPMs should only be for trademarks, not other types of non-trademark marks including geographical indications; (2) while other types of non-trademark marks can be entered into an  additional/ancillary database maintained by the TMCH Validation Provider, they are not eligible for Sunrise and Claims; and (3) the ability for the TMCH Validation Provider and Registry Operators to offer additional/voluntary ancillary services to other types of non-trademark marks should be preserved (e.g., via ancillary database). 

(1) mandatory RPMs should only be for word marks, not other types of intellectual property or geographical indications; (2) while other types of marks can be entered into an additional/ancillary database maintained by the TMCH Provider, they are not eligible for Sunrise and Claims; and (3) the ability for the TMCH Provider and Registry Operators to offer additional/voluntary ancillary services should be preserved (e.g., via ancillary database).
The Working Group ultimately agreed on the policy principles reflecting those ideas, which guides the suggested amendment to the Applicant Guidebook (AGB) text in the Implementation Guidance. The Working Group further agreed that its proposed amendment to the AGB text should serve as a starting point; the IRT will have the flexibility/latitude to develop the final language of the AGB. The Working Group noted that the AGB will be subject to extensive community consultation; in the implementation stage, the actual language of the final policy will also be posted for public comment.
Public Comment Review: 

Based on the public comments received, the Working Group noted that different stakeholders indicated their preference for either the TMCH Individual Proposal #4 or the TMCH Individual Proposal #5. Due to the similarities between these two proposals, the Working Group agreed to put forward a recommendation which consolidates them based on the agreed policy principles that received cross-community support. 

The Working Group considered the comments from Deloitte, the TMCH Validation Provider, which explicitly stated that it has never deviated or overstepped the TMCH guidelines and always had taken into account the requirements and rules defined in the guidebook.
 However, the Working Group believed that this recommendation is necessary in clarifying the requirements and rules in the AGB, which Deloitte must follow. 

� The Working Group is using the phrase “quality scheme” in the sense used by the European Union when describing its quality policy: see, e.g.:�HYPERLINK "https://ec.europa.eu/info/food-farming-fisheries/food-safety-and-quality/certification/quality-labels/quality-schemes-explained_en" \h� ��HYPERLINK "https://ec.europa.eu/info/food-farming-fisheries/food-safety-and-quality/certification/quality-labels/quality-schemes-explained_en" \h�https://ec.europa.eu/info/food-farming-fisheries/food-safety-and-quality/certification/quality-labels/quality-schemes-explained_en�.





� See the full text of the TMCH Individual Proposal #4 and #5 on pp. 73-76 of the RPM PDP Phase 1 Initial Report: �HYPERLINK "https://gnso.icann.org/sites/default/files/file/field-file-attach/rpm-phase-1-initial-18mar20-en.pdf" \h�https://gnso.icann.org/sites/default/files/file/field-file-attach/rpm-phase-1-initial-18mar20-en.pdf� 


� See Deloitte’s comments for the TMCH Individual Proposal #4 in the public comment review tool row #39 here: �HYPERLINK "https://docs.google.com/spreadsheets/d/1QTt_m5qdzoalRDcIUED01ur-yJgODCex8bj_-aKO7fI/edit" \l "gid=722865735" \h�https://docs.google.com/spreadsheets/d/1QTt_m5qdzoalRDcIUED01ur-yJgODCex8bj_-aKO7fI/edit#gid=722865735� 





