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PDP Recommendation 2 (set out below) stipulates that ICANN publish policy guidance on issues relating to an IGO asserting compliance with the Article 6ter of the Paris Convention for the Protection of Industrial Property as a means of demonstrating standing to file a UDRP/URS complaint.

The recommended guidance is not Consensus Policy and imposes no requirements on UDRP/URS claimants, panelists, or contracted parties. 

ICANN org notes that the PDP Recommendation 2, concerning the publication of policy guidance related to IGOs’ standing to file, has been supplemented by Specific Curative Rights Protections EPDP Recommendation 1, and that the guidance to IGOs on this issue should also account for the substantive updates to the UDRP and URS rules made as a result of EPDP Recommendation 1. ICANN is mindful that PDP Recommendation 3 also calls for the provision of policy guidance, concerning procedural filing arrangements for IGO/INGO complainants.

Accordingly, ICANN will issue a policy guidance document containing the information noted in PDP Recommendation 2. The guidance reflects the Recommendation’s recognition of the possibility that IGOs may provide evidence of legal recognition or protection of their names and identifiers which they believe to be analogous to formal trademark rights, in order to demonstrate standing to file, which could include compliance with the communication and notification procedure under Article 6ter of the Paris Convention for the Protection of Industrial Property (Article 6ter).

 The guidance notes that standing is determined by the respective UDRP/URS panel or examiner in each individual proceeding. As such, this new guidance will not affect previous panel/examiner decisions on this issue. ICANN will present guidance concerning this identified means of demonstrating IGO standing alongside the definition of an IGO Complainant noted in EPDP Recommendation 1. Finally, given that both PDP Recommendations 2 & 3 call for the publication of policy guidance, ICANN org proposes to issue a single guidance document addressing IGO/INGO standing to file covering both PDP Recommendations 2 & 3, which will also note the subsequent recommendations concerning IGO standing to file contained in  EPDP Recommendation 1. 

Recommendation Text

2. The Working Group notes that an IGO may seek to demonstrate that it has the requisite standing to file a complaint under the UDRP or URS by showing that it has complied with the requisite communication and notification procedure in accordance with Article 6ter of the Paris Convention for the Protection of Industrial Property. An IGO may consider this to be an option where it does not have a registered trademark or service mark in its name and/or acronym but believes it has certain unregistered trademark or service mark rights for which it must adduce factual evidence to show that it nevertheless has substantive legal rights in the name and/or acronym in question. In this regard, the Working Group recommends that specific Policy Guidance be issued by ICANN to clarify the following points: 

(a) this alternative mechanism for standing is not needed in a situation where an IGO already holds trademark or service mark rights in its name and/or acronym, as the IGO would in such a case proceed in the same way as a nonIGO trademark owner; 

(b) whether or not compliance with Article 6ter will be considered determinative of standing is a decision to be made by the UDRP or URS panelist(s) based on the facts of each case; and 

(c) the possibility that an IGO may seek to rely on its compliance with Article 6ter to demonstrate standing should not modify or affect any of the existing grounds which UDRP and/or URS panelists have previously found sufficient for IGO standing (e.g. based on statutes and treaties). 

Consensus Level: Consensus
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· Recommendation 2 was drafted following consideration of the UDRP and URS requirement that a complainant must show rights in a trademark or service mark. The WG examined how this requirement applied to IGOs under Article 6ter of the Paris Convention, which allows IGOs to notify member states of their names/emblems for protection.

· Initially, the WG concluded that, based on Article 6ter, IGOs which have complied with the 6ter communications and notifications procedure should be deemed to have met this standing requirement. Although aware that Article 6ter does confer substantive legal or national trademark rights on an IGO, the WG believed that the treaty showed collective international intent to prevent misuse of IGO names and identifiers. Accordingly, for the specific purpose of demonstrating that an IGO has standing to file a complaint under the UDRP and URS, the WG originally considered this to be sufficiently analogous to the possession of rights in a trademark. This was the preliminary recommendation in the Working Group’s Initial Report that was published for public comment. 

· However, following public comments that were critical of the WGs decision to equate a treaty notification with legal trademark rights, and subsequent discussions on this issue at ICANN meetings, the WG revised its stance, which is reflected in the final recommendation. 

Implementation Considerations

· ICANN org notes that there were discussions within the EPDP WG around the continued relevance of PDP Recommendation 2 in light of the broader definition of IGO standing included in EPDP Recommendation 1 - with draft versions of EPDP Recommendation 1 explicitly questioning whether it should be implemented. For example, in the following draft text from January 2022:

“This recommendation does not obviates Recommendation #2 in the IGO-INGO Access to Curative Rights Protection Mechanisms Policy Development Process that the GNSO Council approved on 18 April 2019. Thus, the ICANN Board no longer needs to consider it. IGOs may still attempt to demonstrate that they have the requisite standing to file a UDRP/URS complaint by proof of compliance with the communications and notification procedures outlined in Article 6ter of the Paris Convention. “

As this or a similar instruction was not included in the EPDP Final Report, ICANN org has decided to present both EPDP Recommendation 1 and PDP Recommendation 2 in the policy guidance. Given the overlap between both recommendations, the possibility of using Article 6ter compliance is noted in the policy guidance as an complementary option for IGOs who wish to establish standing to file, pending the decision of the relevant UDRP/URS panel or examiner. However, ICANN org is keen to understand the IRT’s perspective on whether the content of PDP Recommendation 2 remains relevant, or, if reliance on Article 6ter falls under the description of prior use in EPDP Recommendation 1, it has been superseded. The IRT’s opinion on the framing of Article 6ter compliance as an alternative option for standing in the draft policy guidance is also sought.

· ICANN org believes that the draft policy guidance document, which approaches the question of IGO/INGO standing to file from the perspective of a full implementation of the PDP and EPDP recommendations, including any updates to the UDRP and URS Rules, does not in itself constitute policy, is not legally binding and imposes no requirements on UDRP/URS users or contracted parties. The policy guidance intends only to make prospective IGO/INGO complainants aware of various options available to them when considering their standing to file a complaint, and the procedural filing option best suited to their specific circumstances. ICANN org wishes to understand if the IRT shares this understanding of the nature and role of policy guidance.

Next Steps
ICANN org requests the IRT to:

1) Review the draft Policy Guidance;
2) Advise on the Implementation Considerations noted above.
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